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'^A^ 2 6 2004 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of: 

Roben GARFIELD ei ul. Exuminen Herben J- tilling 

Serial No.; oy/121,849 Group Art Unii: 1651 

Filed: July 24, 1^98 

TiiJe- TREATMENT OF PREECLAMPSIA TOXEMIA AND PRETERM LABOR 
WITH COMBINATION OF PROGESTATIONAL AGENT AND A NITRIC 
OXIDE SYNTHASE SUBSTRATE AND/OR DONOR 

PETITION TO WITHDRAW FROM ISSUE UNDER 37 CFR 6 1.3X3(cW3). AND 
REQUEST FOR CONTINUED EXAMINATION 

Via Fax: 1-703^72-^306 

Mail Stop: Penuons 
Commissioner for Patents 
PO Box 1450 
Alexaniiriii, VA 223KV1450 

SIR 

Applicams request the withdrawal of the applicauon from issue under MPEP § 1 .3 13(c)(2) 
and iht coiuiiiued examination of the application. The attached statement for the Exoininer's 
consideraiion is the submission required voider 37 CFR § 1-114. 

Tne Commissioner is hereby authorized to charge the petition fee of $1 30 under § M 7(h), 
und ihe RCE Fee of S750 and any other fees associated with this peation or credit any overpayment 
to Deposit Account No. 13-3402. 



Respectfully subj 




MiLLEN, WHITE, ZELANO 

BRANIGaN. P C- 
Arlmgion Courthouse Plaza I, Suite 140U 
2200 Clarendon Buulcvaid 
Arlington, Virginia 22201 
Telephone: (703) 243-6333 
Facslmde: (703)243-6410 
Attorney Docket No • SCH-1237 DOl 

Date; May 26, 2004 



5a Henfe, Reg. No. 50,908 
Anthony J. Zelano, Reg. No, 27,969 
Anomey/Agents for AppUcant(s) 
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RECEIVED 

CeKmAL»0( CENTER 

MAY 2 6 2004 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

III re Applicalion of: 

Roben GARFIELD et ui- Exaiumen Herbert J - tilling 

Serial No.. Oy/ 1 2 1 ,849 Group An Unit: 1651 

Filed: July 24, um 

Tiile: TREATMENT Of PREECLAMPSIA TOXEMIA. AND PRETERM LABOR 
WITH COMBINATION OF PROGESTATIONAL AGENT AND A NITRIC 
OXIDE SYNTHASE SUBSTRATE AND/OR DONOR 

SUBMISSION FOREXAMXNER^S CONSIDERATION 

Commissioner for Parents 

P O. Box 1450 

Alexandria*, Va 22313-1450 

S*r: 

In ru' Weriheun^ 646 ¥2d 521. 209 LISPQ 554 (CCPA 1981), governs ihe 
availabiliiy of ihe Harrison reference as prior an. 

If, for example, ihe PTO wishes lo lUilize ayainST an applicant a pan of 
ihax pateni disclosure found in an application filed earher than the date of 
the application which became ihe paienr, u must demonstrate that the 
em-iier-filed application contains §§ 120/1 12 suppon for the invention 
claimed in the reference patent. For if a patent coahJ not theoretically 
have issued the day the application wsls filed, it is not entitled to be used 
ai'dinsi another as "secret pnor an," 

only an application disclosing the patentable invention before the 
addinon of new maner, which disclosure is carried over into the patent, 
can be relied upon to give a reference disclosure the benefit of its filing 
date for the purpose of supporting a §§l02(e)/103 rejection. 
See yyenhftm, supra. 

Applicants are not sure of what ^'guidelines" xhe Examiner is referrmg to 

1 SCH-1237-D01 



PAGE 2/3 ' RCVD AT 5/2S/2004 7:31:46 PM [Eastern Daylight Time] ' SVR:USPT0^XRF-1» ' DNIS:872»306' CSID:7032436410' DURATION (fnin*ss):0O^ 



May-26-04 07:35pai 



Froo-UILLEN. WHITE. ZELANO & BRAN I CAN 



7032436410 



T-456 P. 03/03 F-877 



or whai "Icj^ally available" means in the Reasons For Allowance given by the 
Exununer. 

Presumably, me Exmniner applied Wertheim, supra, and over the disclosure in Harrison's 
priomy documtnr (07/059.006), found the clainas patentable on ihe basis of Applicants' 



The Commissioner is hereby authorized to charge any fees associated with this response 
or credit any overpayment to Deposit Account No, 13-3402. 



MILI-EN, WHITE, ZELaNO 

& BRANIGAN, Pr. 
Arlington Courthouse Plaza 1, Suite 14O0 
2200 Clarendon Boulevuui 
Arlington, Virginia 22201 
Telephone; (703) 243-0333 
hacsimilc; (703)243-6410 

Anomey Docket No ■ SCH-1237 DOl 

Date: May 26, 2004 



I'M par KAS^n\l2'^7^iIl\i>ubmJ»»t^J^ Ex t.on»nic»jt»oti aoc 



arguments. 




Csaba Renter, Reg. No, 50,908 
Anthony J. Zelano, Reg. No. 27,969 
Attomey/Agenr lor Applicani(s) 
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